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REMARKS 

The Office Action mailed on March 14, 2001, has been received and reviewed. 
Claims 33-37 and 41-56 are currently pending in the appHcation. Claims 33-37 and 41-56 stand 
rejected. Reconsideration of the referenced application is respectfully requested in view of the 
arguments below. 

L PTO-1449 

An Information Disclosure Statement was filed herein on August 27, 1999, but no copy 
of the first page of the PTO-1449 was returned with the outstanding Office Action. A second 
copy of the PTO-1449 is enclosed herewith. It is respectfully requested that all the information 
cited on the PTO-1449 (which is the same as that of record to that date in the parent application 
hereto) be made of record herein and that an initialed copy of the PTO-1449 be retumed to the 
undersigned attomey. 

II. Drawings 

Corrected formal drawings will be filed herein upon receipt of a Notice of Allowance and 
Issue Fee Due in the referenced apphcation. 

III. 35 U.S.C. § 103(a) Obviousness Rejections 

Obviousness Rejection Based on U.S. Patent No. 5.672.542 to Schwiebert et al. 

Claims 33-37 and 41-56 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Schwiebert et al. (U.S. Patent No. 5,672,542) (hereinafter "Schwiebert"). AppHcants 
submit that Schwiebert does not teach or suggest the claims of the present invention. 

M.P.E.P. 706.02(j) sets forth the standard for a Section 103(a) rejection: 

To establish a prima facie case of obviousness, three basic criteria must be 
met. First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or combine reference teachings. Second, there must 
be a reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. The 
teaching or suggestion to make the claimed combination and the reasonable 
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expectation of success must both be found in the prior art, and not based on 
appUcant's disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 
1991). (Emphasis added). 

The 35 U.S.C. § 103(a) obviousness rejection of claims 33-37 and 41-56 is improper 
because Schwiebert does not teach or suggest each and every element of the present invention as 
recited in claims 33-37 and 41-56. 

Schwiebert teaches a mask that is made from metal and that includes apertures that are 
positioned correspondingly to the wettable regions of a substrate surface when the mask is placed 
upon the substrate. (See col. 6, lines 26-39). In addition, Schwiebert teaches a nonmetal mask 
that is formed on the surface of a substrate by forming a material (e.g., photo resist) layer on the 
substrate and by chemical, mechanical or plasma etching or laser ablating the desired size holes 
at locations of the layer above wettable pads of the substrate. (See col. 7, lines 24-28). 

Each of independent claims 33, 43 and 49 of the referenced application, recites a 
preformed, nonmetallic solder mask that includes at least one open aperture. As stated above, 
Schwiebert fails to teach or suggest a preformed, nonmetallic solder mask with at least one open 
aperture. The only preformed solder masks that are taught in Schwiebert include metal. 
Moreover, with respect to the nonmetallic solder masks disclosed in Schwiebert, Schwiebert 
teaches that a solder mask material is first applied to a surface to form a material layer on the 
substrate surface before forming the apertures through the solder mask material. 

In addition, independent claims 33 and 43 both recite that the at least one open aperture is 
formed through the layer at a location corresponding to a contact pad location "upon which the 
preformed solder mask is to be disposed." This recitation further indicates that the nonmetallic 
solder masks of claims 33 and 43, including the material layer and apertures thereof, have been 
formed prior to disposal thereof upon a substrate. 

By way of contrast, Schwiebert' s teachings are limited to a preformed metallic solder 
mask and to a nonmetallic solder mask that is formed on the surface of a substrate. 

Independent claim 43 additionally recites that the layer of nonmetallic solder mask 
material of the preformed solder mask includes a surface that is "configured to be adhered to a 
substrate". Thus, independent claim 43 further emphasizes the preformed nature of the 
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nonmetallic solder mask recited therein. Again, Schwiebert neither teaches nor suggests a 
preformed, nonmetallic solder mask. Rather, Schwiebert teaches a preformed solder mask that 
includes metal and a nonmetallic solder mask that is not preformed but, rather, is formed on a 
substrate. 

Independent claim 49 further recites that the layer of nonmetallic solder mask material is 
itself preformed. 

For these reasons, it is respectfully submitted that Schwiebert does not teach or suggest 
each and every element of any of independent claims 33, 43, or 49. Therefore, each of 
claims 33, 43, and 49 is, under 35 U.S.C. § 103(a), allowable over Schwiebert. 

Additionally, each of claims 34-37 and 41-42, 44-48, and 50-56 is allowable, among 
other reasons, as respectively depending, either directly or indirectly, from these independent 
claims. 

Each of claims 35, 45, and 53 is further allowable since Schwiebert does not teach or 
suggest a solder mask having a layer thickness that substantially corresponds to a desired height 
of a conductive structure to be formed by use thereof 

In view of the foregoing, it is respectfully requested that the Office withdraw the 
35 U.S.C. § 103(a) rejection of claims 33-47 and 41-56. 
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CONCLUSION 

In view of remarks presented herein, it is respectfully submitted that claims 33-37 
and 41-56 define patentable subject matter. An early indication of the allowability of each of 
these claims is respectfully solicited, as is a notice that the case has been passed for issuance. 
If questions should remain after consideration of the foregoing, the Office is kindly requested 
to contact the undersigned attorney at the address or telephone nxmiber given herein. 


Respectfully Submitted, / 

Brick G. Power 
Registration Number 38,581 
Attorney for Applicants 
TraskBritt, PC 

P.O. Box 2550 

Salt Lake City, Utah 841 10 

Telephone: (801) 532-1922 

BGP/ps:blh/df 

Date: May 30, 2001 

Enclosure: Second copy of PTO-1449 
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